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RECOGNIZING INTELLECTUAL PROPERTY
LAW ISSUES

by J. Andrew McKinney, Jr.

ARDH&S is now emphasizing Intellectual Property “(IP)”

Law as a growing practice area. IP includes patents, trademarks,

'f copyrights and trade secret rights. Each establishes what amounts

to a limited monopoly or right to exclude others. In the past, busi-

ness people and attorneys in other practice areas rarely encoun-

tered IP issues. Today, especially in the context of e-commerce, IP

issues arise more often. Recognizing IP issues can help a company

avoid losing valuable IP rights. There are many websites offering information on IP

issues; see, e.g., “www.uspto.gov” for patents and trademarks and “http.//lcweb.loc.gov/
copyright” for copyrights.

Business people are familiar with tangible property such as real estate, equipment
and inventory, but IP is often the most valuable asset of a modern company. Like other
property, IP can be appraised, used as collateral for a loan or sold. IP law gives owners
exclusive rights such as the right to exclude competitors from producing a product,
using a process, offering a service, or using a name or logo.

The granting of a patent does not

grant a right to make, use or sell
one’s own patented invention...

Trademark Law generally protects words, designs or combinations of words and
graphics (or other source identifiers) used by manufacturers, merchants, and service
providers to identify their goods or services and distinguish them from others in the
market place. Trademarks serve to preserve and focus goodwill in the market place.
Trademarks do not protect a business idea or technological concept, but “trade dress” is
protectable. Trademark rights are obtained when someone actually uses a mark in
commerce. It is possible to obtain federal registration for a trademark. Federal regis-
tration provides many substantive and procedural advantages, such as incontestability
after a mark has been registered for five years. It is highly recommended that a clear-
ance search be conducted before adopting a trademark; the search should include fed-
eral and state records. It is also strongly recommended that a trademark clearance
search be performed prior to incorporating or adopting a “trading as” (or dba) name,
even if federal trademark registration is not sought. An outsider who owns a federally
registered mark could, conceivably, prevent a Marylander doing business only in Mary-
land from using a similar “trading as” name, even if properly cleared through the
Maryland State Department of Assessments and Taxation.

Copyright Law protects against copying of creative, original expression set down
in a tangible medium (such as the written expression you are holding). Copyright
protection is available for the mode of expression of an idea, but not the idea itself;
thus, protection is relatively limited in scope. For example, computer program code is
copyrightable, but copyright protection does not extend to the operational concept or
idea behind the computer program. Text, art work, sound recordings, motion pictures,
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BAIL
by Andrew Radding

One of the most
misunderstood con-
cepts in criminal law
is the imposition of
bail or other condi-
tions of release on a
defendant awaiting
trial for a crime. The
standards for setting bail often lead to
conjecture about a defendant’s guilt,
which may or may not be justified.

A bail bond is essentially an
insurance policy guaranteeing
a defendant’s appearance in
court.

The U.S. Constitution, as well as the
requirements in all states, mandates that
defendants have the opportunity to be
released pending trial for the charged of-
fense. The greatest limitations on the bail
authority of the court are that bail not
be “excessive” under the Eighth Amend-
ment and that there is an opportunity for
review of the initial bail determination.
The government, however, will not pro-
vide an attorney to represent a defendant
at a bail review. As a result, defendants
must bear the entire burden of contact-
ing and retaining counsel for bail hear-
ings.

The judicial officer, who could be a
Judge, Magistrate or Commissioner, sets
bail and other conditions of pre-trial re-
lease. Among the factors considered
when making these determinations are
the defendant’s employment history,
criminal history, family ties, financial
condition, prior history of court appear-
ances and his reputation, character and
mental state.

For many years, the only appropri-
ate standard to be considered when re-
viewing these factors was whether the
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videos, computer software, video games
and website content are also copyright-

able subject matter.

Patent Law protects new, unobvious,
useful inventions and discoveries such as
machines for making things, articles of
manufacture with useful features, chemi-
cal compositions, manufacturing pro-
cesses, and more recently, computer soft-
ware and methods for doing business. It
is important to note that the granting of
a patent does not grant a right to make,
use or sell one’s own patented invention,
since one may have obtained patent pro-
tection on an invention which infringes
another’s patent.

There are three types of patents: Util-
ity Patents are appropriate for broad pro-
tection of a process, method, machine, ar-
ticle of manufacture, composition of mat-
ter, computer software or business meth-
odology. The scope of protection pro-
vided by a utility patent is determined by
prosecution before a patent examiner and
can be either broad or narrow, depending
on the content of the prior art and the cre-
ativity of the patent attorney. Design Pat-
ents cover the ornamental appearance of a
manufactured article. Finally, Plant Pat-
ents are available to protect novel asexu-
ally reproduced plant hybrids.

In future LAWatch articles, we will
discuss patents, trademarks, copyrights and
trade secrets in greater depth. Our discus-
sion on patents will include factors to con-
sider when deciding whether a Business
Methodology Patent is an appropriate in-
vestment for protecting your way of do-
ing business. d

BAIL
continued from page 1

conditions of release were sufficient to
ensure that the defendant would appear for
trial. In recent years, however, an addi-
tional consideration of insuring the safety
of specific persons, or the community, has
entered into consideration in granting or
denying conditions of release. If, in the
opinion of the court, a person poses a threat
to particular persons or to the public in
general, pre-trial release may be denied.

If a defendant fails to appear, the court
executes on the bond and collects the
money. In addition to the above-mentioned

factors, courts may also consider the na-
ture of the crime and the strength of the
government’s case when determining con-
ditions of release.

After it is determined that a defendant
can be released, the court must also decide
if the release should be limited or super-
vised. Pre-trial conditions of release range
from releasing a defendant on his own re-
cognizance with no money or collateral
postings and no reporting requirements to
release with a bail bond. A defendant may
also be released to home detention with or
without electronic monitoring, or to a half-
way house or on other conditions.

A bail bond is essentially an insurance
policy guaranteeing a defendant’s appear-
ance in court.

You should never lose sight of the
fact that pre-trial release (and
the terms on which it is granted)
is purely a protective device to
ensure appearance and safety.

The early release of Baltimore Ravens
linebacker Ray Lewis presaged the dearth
of evidence in the prosecution’s case, at
least at that juncture. Lewis, who was
charged with murder in the deaths of two
men in Atlanta, was released after an all-
day hearing on the state’s case and allowed
to live at home in Maryland. It is unusual
for a defendant in a capital case, or any
murder case, to be released prior to the trial.

The federal government employs
(some would say too often) a concept
known as pre-trial “detention,” which has
the effect of keeping defendants from be-
ing released pending their trial. The “de-
tention” program incarcerates a defendant
for the entire period leading up to the trial.
Obviously, an incarcerated defendant is
less able to provide assistance to, and meet
with, his counsel. It also creates signifi-
cant problems for defense lawyers with re-
gard to preparing for trial. Finally, it pre-
vents a defendant, who has not been proven
guilty of a crime, from earning a living or
being with his family.

You should never lose sight of the fact
that pre-trial release (and the terms on
which it is granted) is purely a protective
device to ensure appearance and safety. The
defendant has not been convicted of any-
thing and stands innocent under the law
even as those conditions are imposed.
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GETTING MARRIED?
MAKE IT A LEGAL
AFFAIR...

By: Michael G. Hendler
&

Zhanna E. Anapolsky

The wedding day has arrived. The happy
couple has so much to do before walking
down that aisle. Remember to take the rings,
put the honeymoon tickets where you can
find them, write a check to pay the band,
and finally, sign that prenuptial agreement.
You know, the one your lawyers drafted the
day after you got engaged.

A prenuptial agreement, also referred
to as an antenuptial agreement, is a contract
signed by a man and a woman prior to the
wedding day, but it takes effect as soon as
the “I do’s” are said. This agreement speci-
fies the parties’ rights to each other’s indi-
vidual property, their joint property, and their
interests in that property upon death of one
spouse or the parties’ divorce. Unfortunately
there is nothing romantic about this contract,
even if it is written in calligraphy, or on
parchment paper. However, after the guests
have gone home, the gifts have been opened
and returned, and the couple have returned
from their honeymoon, romance may be
long since forgotten; but the good news is
that you still have that prenuptial agreement.

Parties often enter into these agreements
in hopes of protecting personal property, real
estate or business assets created prior to their
marriage, as well as any enhancement of
those assets. Sometimes they wish to pro-
tect future inheritances or gifts. Parties may
have children from a previous marriage or
other persons to whom they wish to pass on
their estates. It is common to think that a
Pprenuptial agreement is a contract between
one wealthy party and one less wealthy
party, or two wealthy parties. However,
these agreements have become increasingly
popular in marriages of two working
spouses who want to make arrangements
with respect to their income and their as-
sets acquired prior to marriage. Further-
more, the increasingly high cost of divorce
has also led to an increase in prenuptial
agreements among those couples of more
moderate means.

Historically, in Maryland, prenuptial
agreements were void for public policy rea-
sons. The Maryland courts opined that pren-
uptial agreements provide for, promote and
tend to encourage separation and divorce.
Courts further stated that prenuptial agree-

ments deprive wives of property rights and mon-
etary awards, to which they are entitled upon
divorce. Courts also believed that these agree-
ments induce husbands to desert their wives with
little regard to the legal ramifications of such
desertion. In 1967, Maryland courts finally de-
cided that the state’s interest in preserving the
institution of marriage cannot preclude the
court’s enforcement of a valid contract.

Today, prenuptial agreements have become
valid per se and, as with any contractual agree-
ment, courts are reluctant to invalidate prenup-
tial agreements even if they are inequitable.
However, in order to ensure that prenuptial agree-
ments were not used to supercede the judicial
requirements for good faith and fair dealing
when entering and executing any contract, the
courts developed a two-step process to evaluate
each prenuptial agreement before enforcing it.
Similar to any contractual dispute, the burden
of proving the elements required to sustain a
claim of bad faith rests on the party attempting
to repudiate the agreement.

In their evaluation, Maryland courts con-
sider whether the signatory to the document
realized what he or she was waiving or relin-
quishing. The most effective way to provide such
disclosure is to complete an itemization of all
assets held at the time of marriage, including an
appraisal of each item. However, this disclo-
sure requirement is not absolute. Even without
an itemized list of assets, an agreement will be
held valid if the parties to the agreement have
actual knowledge of what such disclosure would
reveal. Furthermore, it is important to note that
a complete disclosure may not be necessary if
the agreement, while inequitable, does no injus-
tice to the parties.

The agreement may not be equitable, but
must be reasonably fair. However, the fairness
and reasonableness of the agreement is evalu-
ated based on the circumstances that existed at
the time the agreement was entered into. A rea-
sonably fair agreement cannot be invalidated
solely because the parties failed to provide full
and formal disclosure. In the absence of adequate
disclosure, a party attempting to enforce the
agreement may demonstrate the underlying rea-
sonable fairness of the agreement instead.

It would be useful to have a prenuptial
agreement in which, besides dividing property,
you can promise to cherish, love and be good to
each other for the rest of your lives. Unfortu-
nately the Court will have trouble evaluating such
contractual breaches. However, a prenuptial
agreement, having been signed and tucked away
in a safety deposit box, can relieve the stresses
that “what if” questions can sometimes bring
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J. Andrew McKinney, Jr.

ARDH&S is pleased to announce
that J. Andrew McKinney, Jr. has
joined the firm’s Intellectual Property
Group as its Chair.

Mr. McKinney earned his J.D.
(cum laude) in 1994 from The Catholic
University of America, Columbus
School of Law. He was admitted to
the Maryland Bar in 1995, registered
to practice before U.S. Patent and
Trademark Office in 1991, and is
admitted to the U.S. District Court of
Maryland and U.S. Court of Appeals
for the Federal Circuit.

Andy has broad experience in
electrical, electronic, medical and
mechanical patent preparation and
prosecution, trademark preparation
and prosecution and copyright
preparation and prosecution, and has
counseled his clients on a broad range
of Intellectual Property Law issues.

He is an active member of the
Institute of Electrical and Electronic
Engineers, the American Intellectual
Property Law Association, the Anne
Arundel Bar Association, the Baltimore
City Bar Association and the Maryland
State Bar Association.

Andy resides with his wife and
two children in Severna Park. In his
spare time he enjoys tennis, swimming,
music and riding motorcycles.

upon a marriage. The happy couple can in-
stead work towards their mutual goal of stay-
ing together for better and for worse, in sick-
ness and in health. a
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WELCOME MARK L. MILLER
Mark L. Miller has joined ARDH&S as an
associate in the Business Group, specializing
in corporate transactions. A 1996 graduate of
the University of Baltimore School of Law, he
began his law studies at Widener University
School of Law in Harrisburg, PA. He also holds
a B.S. in Architecture and a Masters Degree in
Civil Engineering from the University of
Maryland. He was employed with a law firm
in Columbia, MD for 5 years. Before pursuing
a law degree he was a Project Engineer with
The Whiting-Turner Contracting Co. Mark,
wife Naomi and daughter Danielle reside in

\Marriottsville, MD. J
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